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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 28, 2006 has been entered. 

2. This Office action is in response to the amendment filed November 28, 2006 in 
which claims 1 and 15 were amended. Claim 26 is also identified as amended, 
however, no markings appear in the text of the claim. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-8, 12-22 and 26-28 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dorer (US 4,664,677) in view of Kalghatgi. 

Dorer teaches a fuel composition for intemal combustion engines comprising a 
manganese containing compound and a copper-containing compound (see abstract). 
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The disclosure of internal combustion engine encompasses a spark ignited internal 
combustion engine having a fuel injection system and 6 or more cylinders as set forth in 
claims 12, 14, 26 and 28, absent evidence to the contrary. The compounds may be 
inorganic or organic. Examples of the inorganic compounds include manganese oxides, 
manganese hydroxides, manganese carbonates, copper oxides, copper hydroxides, 
manganese carbonates, copper oxides, copper hydroxides, and copper carbonates (see 
col. 1, line 65 through col. 2, lines 1-2). The organic compounds may be salts of 
carboxylic, sulfonic and phosphorus acid (see col. 2, lines 7-17). The fuel compositions 
have a combined manganese and copper content of about 1-1000 ppm and the fuel 
may be gasoline (encompasses unleaded) or diesel (see col. 7, lines 13-18, 26-43, 
Examples VI and VII). Dorer teaches that the fuel additive of his invention reduces 
engine deposits (see col. 1 , lines 50-55). 

Dorer teaches the limitations of the claims other than the methods of claims 1 
and 1 5. However, the discovery of a previously unappreciated property of a prior art 
composition does not render the old composition patentably new to the discover. Thus 
the claiming of a new use, new function or unknown property does not necessarily make 
the claims patentable. Furthermore, Kalghatgi teaches that the use of conventional 
detergent additive packages makes the combustion chamber deposit (CCD) less likely 
to flake. Since the metal compounds of Dorer function as detergents and Kalghatgi 
teaches that detergents reduce flaking, it would be reasonable to expect that Dorer 
would reduce combustion chamber deposit flaking. 
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With respect to the method of reducing cold start emissions, it would be 
reasonable to expect that Dorer also meets this limitation since his additives reduce 
ignition temperature of particulates and reduces emissions. 

5. Claims 1-3, 6-10, 12-17, 20-24 and 26-28 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Henderson (US 3,1 79,506) in view of Kalghatgi. 

Henderson teaches a hydrocarbon fuel of gasoline (encompasses unleaded) for 
use in spark Ignition internal combustion engines wherein the fuel comprises 
methylcyclopentadienyl manganese tricarbonyl (see claim 4). The disclosure of spark 
ignition internal combustion engines suggest a fuel injection system and 6 cylinder 
engine as set forth in claims 12, 14, 26 and 28 , absent evidence to the contrary. 
Henderson teaches that the fuel does not lay down combustion chamber deposits (see 
col. 2, lines 15-19) and . The manganese compound is present in the fuel in an amount 
up to 2 g/gal fuel (see col. 6, lines 26-30). 

Henderson teaches the limitations of the claims other than the methods of claims 
1 and 15. However, the discovery of a previously unappreciated property of a prior art 
composition does not render the old composition patentably new to the discover. Thus 
the claiming of a new use, new function or unknown property does not necessarily make 
the claims patentable. Furthermore, Kalghatgi teaches that the use of conventional 
detergent additive packages makes the combustion chamber deposit (CCD) less likely 
to flake. Since the metal compounds of Henderson function as detergents and 
Kalghatgi teaches that detergents reduce flaking, it would be reasonable to expect that 
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Henderson would reduce combustion chamber deposit flaking and by reducing the 
flaking would also would reduce cold start emissions. 

6. Claims 1 1 and 25 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Henderson and Kalghatgi as applied to claims above, and further in view of 
Kaneko(US 5.401,280). 

Henderson has been discussed above. Henderson fails to teach the sulfur 
content of the gasoline. However, Kaneko teaches this difference. Kaneko teaches 
gasoline compositions wherein the maximum sulfur content of the gasoline is 50 ppm or 
less (see col. 3, lines 15-20). 

It would have been obvious to one or ordinary skill in the art to select a gasoline 
comprising less than 30 ppm sulfur because Kaneko teaches that gasoline should have 
less than 50 ppm sulfur otherwise the exhaust gas cleaner would malfunction. Also, the 
greater the amount of sulfur that is present in the fuel the greater the amount of hanmful 
SOx emissions. 

7. Applicant's arguments have been fully considered but they are not persuasive. 
The declaration submitted by Mr. Aradi has been considered but is not deemed 

persuasive. Dorer and Henderson in view of Kalghatgi suggest that the use of 
detergents such as set forth In the claims reduce combustion deposit flaking. Mr. Aradi 
has not provided any data to show that the prior art composition would not perform the 
claimed method. 
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Applicant argues that nowhere in Dorer is it mentioned that combustion chamber 
deposits or flailing or the ability or lack or ability to inhibit combustion chamber deposits 
by combusting the fuel occurs. 

At col. 1 , lines 50-55, Dorer teaches that the additives of his invention reduces 
engine deposits. Kalghatgl teaches that detergents that reduce deposits make CCD 
flaking less likely to occur. 

Applicant agrees that Henderson is concerned with combustion chamber 
deposits, but does Applicant argues that Henderson does not mention flaking. 

It is clear that the additives of Henderson do not cause engine deposits and 
therefore would reduce flaking. In order for flaking to occur, there has to be some 
deposits. Henderson reduces the deposits and thus reduces the flaking of the deposits. 

Applicant argues that nowhere in the disclosure of the prior art is it a teaching of 
an advanced emissions control system or a direct injection gasoline engine. Applicant 
argues that the prior art teaches older technology engines and that these engines do 
not contain advanced emissions control systems. Applicant argues that the present 
invention is no mere discovery of a previously unappreciated property of a prior art 
composition. 

The question to be answered here is whether or not the composition of Dorer and 
Henderson would reduce combustion deposit flaking, be it in a system that contains an 
advanced emissions control or in an older technology system that does not contain an 
advanced emissions control. It is clear from reading the prior art that the metal 
compounds reduce deposits in combustion chambers. The degree of combustion 
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chamber deposit flaking is Irrelevant since the claims do not speal^ to this issue. Dorer 
and Henderson specifically teach that the metal compounds do inhibit deposits and the 
skilled artisan having a spark-ignited combustion engine having an advanced emissions 
control would have every expectation that the composition of Henderson and Dorer 
would reduce deposit flaking in the combustion chamber, especially in view of the 
teachings of Kalghatgi. 

Applicant argues that the examiner has not identified the hypothetical person of 
ordinary skill in the art. Applicant argues that those of ordinary skill in the art is not 
historically aware of the problems of combustion chamber deposit flaking.. 

This fictional person is considered to have normal skill and knowledge in the art 
' without being a genius. He or she serves as a reference for determining whether an 
invention is non-obvious. It should be noted that a skilled artisan such as Darling (US 
2,844,447) recognized, as early as 1953, that combustion chamber deposits did flake 
off in internal combustion engines combustion chambers that did not contain non- 
advanced emission control systems and that these flakes were removed through the 
exhaust of the engine. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number Is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone 
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number for the organization wfiere this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infonnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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